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REMARKS 

This Response is submitted in reply to the non-final Office Action mailed on July 16, 
2010, The Office Action provided a three-month shortened statutory period in which to respond, 
ending on October 16, 2010. Accordingly, this Response is timely submitted. No fees are 
believed due with this Response. The Director is authorized to charge any fees that may be 
required, or to credit any overpayment to Deposit Account No. 50-4498 in the name of Nestle 
Nutrition, 

Claims 1.-10, 12-24, 26-33 and 36-47 are currently pending in this application. Claims 1- 
9, 33, 36, 37 and 41-44 were previously withdrawn from consideration, in the Office Action, 
Claims 10, 12-24. 26-28. 38-40 and 45-47 are rejected under 35 U.S.C. §102. Applicant does 
not acquiesce in the correctness of the rejections or objections and reserves the right to present 
specific arguments regarding any rejected or objected-to claims not specifically addressed. 
Further, Applicant reserves the right to pursue the full scope of the subject matter of the claims in 
a subsequent patent application that claims priority to the instant application. For the reasons set 
forth below. Applicant respectfully submits that the rejections should be reconsidered and 
withdrawn. 

lit the Office Action, Claims 10, 12-24, 26-2$, 38-40 and 45-47 are rejected under 35 
U.S.C. § 102(b) as being anticipated by WO 98/50054 to Muhlbauer ("Miihlhauer") as being 
evidenced by Kuttan et al. ("Kuttan") and as evidence by J. Agric. Food Chem., 2005, 53(9): 
3408-3014 to Wetfi et al. ("Wetir). Applicant respectfully submits that the cited references are 
deficient with respect to the present claims. 

Independent Claims 10 and 24 recite, in part, nutritional and pharmaceutical 
compositions, respectively, comprising a y~glutaniy)-peptide selected from the grou p consistin g 

itai ' x ' .if ml] i, , i ake v . > . ii » J an. I , I < 

thereof a carrier, and a f at source . Independent Claim 29 recites, in part, a method of obtaining 
a y-L~giutamyl-trans-S~l~propenyi-L-cysteine sulfoxide by fractionation of an hydrophilie, 
ethanolic extract of Allium, the t . mprising it te ps of obtaining an hydrophilie, 

ethanolic extract of Allium cepa, separating saccharides from fraction A. further separating 
saccharides from fraction Al, and further fractionation by semi-preparative reversed-phase 
HPLC (SP-RP-HPLC) using a solvent. Applicant has surprisingly found that the active 
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constituent of allium responsible for the bone resorption inhibiting effect may be found in a 
hydrophitic, ethanoiie extract of allium such as allium cepa. The active constituent having a 
potent inhibitory effect on bone resorption was identified as a y-glutamyl-peptide, for example a 
y-gSutamyl-alfcyl-cysteine sulfoxide or Y-glutamyl-alkenyf -cysteine sulfoxide, or a y-L-giutaniyl- 
t:rans-S-l-propenyl-I,-cysteine sulfoxide. See, specification, page 7, lines 32-37. In contrast, 
Mtihlbauer fails to disclose every element of the present claims. 

For example, Mtihlbauer fails to disclose or suggest nutritional and pharmaceutical 
compositions, respectively, comprising a y-giutamyl-peptide selected trom the group consi sting 
oll-gjutam yl-alky bcysteine sulfoxi de, v-giutamy -alken yl -cysteine sulfoxide, and combinations 
thereof; a carrier, and a lat source as required, in part, by independent Claims 10 and 24. Instead, 
MuMhauer is entirely directed to plant extracts for the treatment of increase bone resorption. 
See, Mtihlbauer, Abstract. The Patent Office asserts that Mtihlbauer teaches a nutritional 
composition comprising all of the active components of the instant claims. See, Office Action, 
page 4, lines 14-16. Applicant respectfully disagrees, however, and respectfully submits that the 
Patent Office seems to be ignoring the tenants of patent office practice and legal precedent 
previously outlined by Applicant. 

For example, the Manual of Patent Examining Procedure clearly states that "[a] genus 
does not always anticipate a claim to a species within the genus. However, when the species is 
clearly named, the species claim is anticipated no matter how many other species are additionally 
named." Ex parte A, 17 USPQ2d 1716 (Bd, Pat App. & Inter. 1990). Indeed, the disclosure of a 
large genus rarely anticipates a narrowly claimed species. 

Further, in the Court of Customs and Patent Appeals case of In re Petering, a test for 
determining whether a disclosed genus is sufficiently small enough to anticipate a claimed 
species was established. 301 F.2d 676, (CCPA 1962). The application at issue in Petering 
contained claims to a particular species of compound. The Examiner cited a reference disclosing 
a chemical genus, which included the claimed species, having a limited number of substttuent 
groups that represented either hydrogen or alky! radicals, and an R group containing an OH 
group. The court held that this formula alone could not anticipate the claimed species because 
there were too many compounds within this disclosed genus - the genus was too large. The 
reference, however, also disclosed preferred substituent groups, which included about twenty 



3 



Appl No ! 0/580. 1 86 

Reply to non-fins) Office Action of July 16, 2010 

compounds defining a subgenus. The court found that one of ordinary skill in the art would have 
been informed enough by the reference to "at once envisage" each member of the subgenus, 
which included the claimed species. Id, Accordingly, the genus-species anticipation test states 
that a genus anticipates a species if one of ordinary skill in the art is able to "envisage" the 
claimed species within the disclosed genus. This test was later confirmed by the CCPA in In re 
Schmmcm, 572 F.2d 312, (CCPA 1978). 

Recent Federal Circuit case law has confirmed that the Petering and Schawmm analysis 
remains the test when considering whether or not a prior art document's disclosure of a genus 
anticipates a claimed species. See, Sanofi-Synfhelabo-v. Apetex, Inc., 550P.3D 1075, 1084 (Fed. 
Cir. 2008) and Eli Lilly & Co. v. Zenith GoWme Pharms., Inc., 471 F.3d 1369, 1376 (fed. Cir. 
2006} (citing Petering and Schaumart and emphasizing that the disclosure of a broad genus can: 
be narrowed to a specific group of compounds if the reference, also discloses preferred 
embodiments or compounds). As such. Applicant submits thai, although Muhlbauer discloses 
the genus allium and mentions allium cepa, Muhlbauer fails to anticipate the present claims 
because the genus allium cepa is too large for the skilled artisan to envisage a y-giutamyl-pepiide 
extracted from allium cepa, lei alone a specific v-glutamyl- peptide .selected from the group 

consisti ng { gU t ! 1 g t I I hi rikeny) im snlloxid*. and 

combinations there of as required, in part, by currently amended independent Claims 10 and 24. 

Moreover, Muhlbauer also fails to disclose or suggest a me thod of obtaining a y-L- 
glutamyl-trans-S- 1 -propenyl-L-cysteine sulfoxide by fractionation of an hydrophilie, ethanolte 
extract oi * t le me thod con eps.pf obtaining an hydrophilie ethanolic extract 

of Allium cepa, separating saccharides from fraction A. further separating saccharides from 
fraction Al, and further fractionation by semi-preparative reversed-phase HPLC (SP-RP-HPLC) 
using a solvent as required, in part, by currently amended independent Claim 29. Indeed, 
Muhlbauer fails to disclose or suggest methods for obtaining a y-L-glutamyl-trans-S-l-propenyl- 
L-cysteine sulfoxide by fractionation of an hydrophilie, ethanolic extract of Allium, let alone the 
specific steps necessary to accomplish the fractionation. 

Kuttan and Weil fail to disclose or suggest nutritional and pharmaceutical compositions, 
respecti\el\\ comprising a y-giutamsl-peptide selected h m the >up coi tin g of y-glutamyl- 
i( % 1 ii' ^ -' ide i ji > i, dk^nvht s i j i i '1 and oml naj t, rl < a 
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carrier, and a tat s ource, as required, in part, by independent Claims 10 and 24. Kuttan and Weil 
also tail to disclose or suggest m ethod of o bt aining a y-L-glutamy l-trans~S- 1 -propenyl-L- 
cysteine sulfoxide by fractionation of an hydrophilic, ethanoiic extract of Allium, the method 
comprising the steps of obtaining an. hydrophilic, ethanoiic extract of Allium cepa, separating 
saccharides from fraction A, further separating saccharides from fraction Al, and further 
fractionation by semi-preparative reversed-phase HPLC (SP-RP-HPLC) using a solvent as 
required, in part, by currently amended independent Claim 29. 

In addition. Applicants also submit that the skilled artisan would not look to either Kuttan 
or Weil as support for anticipation in view of Muhlbauer. For example, Kuttan is entirely 
directed to the isolation and characterization of y4,-glutamyi-S~{trans-l-propenyl)-L-cysieine 
sulfoxide from sandal (Santal album L ). See, Kuttan, Abstract, At no place in the disclosure, 
however, does Kuttan disclose or suggest nutritional or pharmaceutical compositions comprising 

; /-glutamyl 3eptid< iron ? group <. i i »j -glu 1 1, n* . « 

Y -glutamy-alkenv l-cv steine sulfox ide , and combination s thereof, a carrier, a nd a fat source as 
required, in part, by currently amended independent Claims 10 and 24. 

The Patent Office asserts that Kuttan demonstrates that the "y~L.giutamyl-S-(trans-S- 
p.ropenyi)-L~cysteine sulfoxide isolated from sandal (Santalum album L.) is the same as the 
protein isolated from onion (Allium cepa}/' See, Office Action, page 5, lines 12-14, Applicants, 
respectfully disagree. Instead, Applicants note that Kuttan expressly states that "[circular 
dichonsm measurements established that the sulfoxide group in the sandal and onion peptides 
are of opposite configurations." See, Kuttan, page 4394, column 2. The skilled artisan would 
immediately appreciate that stereoisomers of the same compound can have widely varying 
properties including, for example, efficacy in treating or preventing diseases or conditions 
characterized by bone resportion. Indeed. Kuttan also expressly states that "(differences in peak 
intensities [of the peptide derived from sandal and from onion) may be due to 
diastereoisomerism or variations in hydration. The onion peptide is extremely hygroscopic. 
While the elemental analysis of the sandal peptide fits a monohydrate, it did not appear to be 
particularly hygroscopic." See, Kuttan, page 4396, bottom of column 1 to top of column 2. 

Kuttan also states that "[t]he y-f -glutamyl peptide , . . of S-(l-propenyl)-L-cystein 
sulfoxide ... is the principal /-glutamyl peptide of onion ( Allium cepa) . . , being accompanied 
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by lesser amounts of y-glutamy I -S-(2-carboxypropyl)cystein . . . and S-methy [cysteine . . 
among others." See, Kuttan, page 4397, l sl paragraph of Discussion. As such, it is clear that 
Kuttan fails to remedy the deficiencies of Muhlbauer because the sandal peptide and the onion 
peptide are not, in fact, the same compound, as alleged by the Patent Office, instead, the skilled 
artisan would immediately appreciate that the stereoisomers of the sandal and onion peptides 
most likely have widely varying properties that could include efficacy for the treatment or 
prevention of diseases or conditions that are characterized by increased bone resorption. 

Weill is cited by the Patent Office solely for the molecular mass of gamma-L-g!utamyi- 
trans-S-i-propenyi-L-cysteine sulfoxide. See, Office Action, page 7, line 17-page 8, line 3. 
Accordingly, h is clear that Wetli also fails to remedy the deficiencies of Muhlbauer. 

Further, anticipation is a factual determination that "requires the presence in a single prior 
art disclosure of each a nd every elem ent of a claimed invention." Lemnar Marine, Inc. v. 
Earimt, Inc., 827 F.2d 744, 747 (Fed. Cir. 1987) (emphasis added). Federal Circuit decisions 
have repeatedly emphasized the notion that anticipation cannot be found where less than all 
elements of a claimed invention are set forth in a reference. See. e.g., Transclecm Carp. v. 
Bridgewood Services, Inc., 290 F3d 1364, 1370 (Fed. Cir. 2002). As such, a reference must 
clearly disclose each and every limitation of the claimed invention before anticipation may be 
found. In the Instant case, the Patent Office has failed to identify the disclosure of each and 
every limitation of the claimed invention. 

For at least these reasons, Applicant respectfully submits that Muhlbauer fails to disclose 
or suggest each and every element of the present claims. 

Accordingly, Applicant respectfully requests that the anticipation rejections of Claims 10, 
12-24, 26-28, 38-40 and 45-47 under 35 U.S.C. § 102(b) be reconsidered and withdrawn. 
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CONCLUSION 



For at least the reasons set forth above, Applicant respectfully submits that this 
application is in condition for allowance. Favorable consideration and prompt allowance of the 
claims are earnestly requested. Should the Examiner have any questions thai would facilitate 
further prosecution or allowance of this application, the Examiner is invited to contact the 
Applicant's representative designated below. 

The Commissioner is hereby authorised to charge any additional fees under 37 CFR 
§1.17 which may be required, or credit any overpayment, to deposit account no. 50-4498 in the 
name of Nestle Nutrition, 



Respectfully submitted, 



BY 



Nestle Nutrition 

12 Vreefand Road. 2 n " Floor. Box 697 
Fiorham Park, NJ 07932-0697 
(973) 593-7553 



Gary \\ { <>"\. 
Atiorney for Applicant 
Reg. No, 51,155 



Dated S<-^v^ v;.^..< 
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